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DETAILED ACTION 
Response to Amendment 

This Office Action is in response to applicant's Request for Continued 
Examination filed on April 26, 2007. The double patenting rejections are maintained on 
the record. All previous prior art rejections are withdrawn in view of applicants 
amendments. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claim 17 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 1 of copending Application No. 
10/999230. Although the conflicting claims are not identical, they are not patentably 
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distinct from each other because both claims specify: a shaft, a flexible portion, and a 
head coupled to the shaft through the flexible portion and pivotably coupled to the 
flexible portion, the head including a non-conductive surface and an electrically 
conductive surface, wherein the flexible portion is configured to bias the non-conductive 
surface and the electrically conductive surface towards a tissue surface. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim 17 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 3 of copending Application No. 
10/999230. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because both claims specify: a shaft, a flexible portion, and a 
head coupled to the shaft through the flexible portion and pivotably coupled to the 
flexible portion, the head including a non-conductive surface and an electrically 
conductive surface, wherein the flexible portion is configured to bias the non-conductive 
surface and the electrically conductive surface towards a tissue surface. Furthermore, it 
would be obvious, if not inherent, for the non-conductive surface of 10/766894 to be 
adjacent at least a portion of the electrically conductive portion, since the non- 
conductive portion limits penetration of the electrically conductive surface into the tissue 
surface. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Claim 1 8 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 2 and 12 of copending Application 
No. 10/999230. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because both claims specify: a shaft, a flexible portion, and a 
head coupled to the shaft through the flexible portion, the head being pivotably coupled 
to the flexible portion, the head including a substantially planar tissue contact surface 
including a non-conductive portion and an electrically conductive portion. In addition, it 
would be obvious and require only routine skill in the art to make a flexible portion to be 
resiliency flexible since such materials are well-known and widely used in the art. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim 43 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 12 of copending Application No. 
10/999230. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because both claims specify: a shaft, a resiliently flexible 
portion, and a head coupled to the shaft through the resiliently flexible portion, the head 
being pivotably coupled to the resiliently flexible portion, the head including a 
substantially planar tissue contact surface including a non-conductive portion and an 
electrically conductive portion. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 
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Claims 1-2, 4, 8, 11-12, 17-24, 31-35, 37-38, 40-41, and 43-46 are provisionally 
rejected on the ground of nonstatutory obviousness-type double patenting as being 
unpatentable over claims 1-3 and 12 of copending Application No. 10/999230. Although 
the conflicting claims are not identical, they are not patentably distinct from each other 
because the more specific claims of 10/766894 encompass the broader claims in 
10/999230. In addition, the "resiliently flexible portion" and "non-conductive surface" of 
10/999230 are elements that are obvious and well-known to one of ordinary skill in the 
art. Following the rationale in In re Goodman cited in the preceding paragraph, where 
applicant has once been granted a patent containing a claim for the specific or narrower 
invention, applicant may not then obtain a second patent with a claim for the generic or 
broader invention without first submitting an appropriate terminal disclaimer. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 4, 8 ,11-12, 17, 20-23, 31-35, 37-38, 40-41, and 43-46 are rejected 

under 35 U.S.C. 103(a) as being unpatentable over Lennox (U.S. Pat. No. 5,919,191) in 

view of Irion (U.S. Pat. No. 6,251,108 B1) and further in view of Grossi (U.S. Pat. No. 

5,582,610). 

Regarding claim 1 , Lennox discloses an electrosurgical instrument comprising: 
a shaft 20 (Figs. 1 and 4); 

a flexible portion 46 (col. 5, In. 61-63, col. 7, In. 12-18, and Figs. 1 and 5-7); and 

a head 14 coupled to the shaft 20 through the flexible portion 46 and pivotably 
coupled to the flexible portion (col. 1 1, In. 13-16 and Fig. 8), the head including an 
electrically conductive surface (col. 5, In. 50-60), 

wherein the flexible portion 46 is configured to passively bias the electrically 
conductive surface towards a tissue surface (Figs. 5-7). 

The claim differs from Lennox in calling for the head to include a non-conductive 
surface. Irion, however, teaches an analogous electrosurgical rolling head electrode 1 
that includes an electrically conductive surface 1 1 and a non-conductive surface 12 in 
order to adjust a defined distribution of current density (col. 1 , In. 53 - col. 2, In. 1 1 and 
Fig. 1b). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have provided a non-conductive surface on the head of 
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Lennox in view of the teaching of Irion in order to adjust a defined distribution of current 
density. 

In addition Lennox discloses that a non-rolling sled electrode may be used 
instead of a roller electrode for coagulation (col. 1 1 , In. 11-12). Lennox further discloses 
that the coagulating electrode can have different shapes to vary the coagulation pattern 
(col. 12, In. 29-32). The claim differs from Lennox in calling for the non-conductive 
surface to be substantially planar and flat. Grossi, however, teaches that it is obvious to 
make a sliding electrode surface substantially planar and flat (Figs. 5 and 6a-b). In 
addition, Irion teaches that his electrode with conductive and non-conductive surfaces 
can be in the shape of a plate (col. 2, In. 40-44). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to make the sliding 
electrode with conductive and non-conductive surfaces of Lennox in view of Irion have a 
substantially planar and flat surface in view of the teaching of Grossi as an obvious 
shape for a sliding electrode that is known in the art. 

Irion further discloses that it is well-known in the art to make an electrically 
conductive surface either recessed in or projecting from a surface (col. 1, In. 8-30). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have made the electrically conductive surface of Lennox either 
recessed in or projecting from a non-conductive surface in view of the teaching of Irion 
since these constructions are well-known in the art, and it would have required only 
routine skill in the art. In addition, applicant has not disclosed any criticality or 
unexpected result associated with these limitations. 
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Regarding claim 4, Lennox further discloses that the flexible portion comprises a 
spring (col. 8, In. 1-12 and Fig. 9). 

Regarding claim 8, Lennox further discloses that the flexible portion is configured 
to flex in at least a direction and the head is configured to pivot about an axis 
substantially perpendicular to the direction (col. 11, In. 13-16 and Figs. 8-9). 

Regarding claim 11, Lennox further discloses that the head 14 includes a slot 
about which the head is configured to pivot (col. 1 1, In. 13-16 and Figs. 1 and 8). 

Regarding claim 12, Lennox further discloses that the slot is a transverse slot 
pivotably receiving the flexible portion (col. 11, In. 13-16 and Figs. 1 and 8). 

Regarding claim 17, Irion further discloses that the non-conductive surface 12 is 
arranged relative to the electrically conductive surface 11 to limit penetration of the 
electrically conductive surface into the tissue surface (col. 3, In. 34-55 and Figs. 1a-b). 

Regarding claims 20 and 21 , see the preceding rejection of claim 1 . 

Regarding claim 22, Irion further discloses that the electrically conductive surface 
1 1 has a first surface area, the non-conductive surface 12 has a second surface area, 
and the first surface area is smaller than the second surface area (col. 2, In. 30-35 and 
Fig. 1b). 

Regarding claim 23, Lennox further discloses that the head 14 comprises an 
electrode and the electrode includes the electrically conductive surface (col. 5, In. 50- 
60). 

Regarding claim 31, see the preceding rejection of claim 18. In addition, it would 
have required only routine skill in the art to make the trapezoidal head shape taught by 
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Grossi to be parallelepiped since applicant has not disclosed any criticality or 
unexpected result associated with this specific shape. 

Also, it would have been an obvious matter of design choice to make the head of 
Lennox of whatever form or shape was desired or expedient. A change in form or shape 
is generally recognized as being within the level of ordinary skill in the art, absent any 
showing of unexpected results. In re Dailey et a/., 149 USPQ 47. 

Regarding claim 32, Lennox further discloses a sheath 28, 101 coupled to the 
shaft and moveable to at least partially cover the flexible portion and the head (col. 6, In. 
11-15 and Figs. 1a and 12). 

Regarding claim 33, Lennox discloses a method of performing electrosurgery 
comprising: 

positioning an electrically conductive surface of a head 14 of an instrument 
adjacent to a tissue surface, the head being pivotable relative to a shaft 20 of the 
instrument (col. 5, In. 61-63, col. 7, In. 12-18, and Figs. 1 and 5-7); and 

moving the shaft relative to the tissue surface with the head pivoting such that 
the electrically conductive surface is oriented substantially parallel to the tissue surface 
(Figs. 5-10). 

See the preceding rejection of claim 1 regarding the other limitations. 

Regarding claim 34, Lennox further discloses the step of biasing the electrically 
conductive surface towards the tissue using a flexible portion 46 of the instrument (col. 
5, In. 61-63, col. 7, In. 12-18, and Figs. 1 and 5-7). 

Regarding claim 35, 37, and 38, see the preceding rejection of claim 33. 
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Regarding claims 40, 41, and 45, see the preceding rejections of claims 33 and 
34 and Figs. 5-7 of Lennox. 

Regarding claim 43, see the rejections of claims 1 and 40. 
Regarding claim 44, see the rejection of claim 43 and Fig. 1b of Irion. 
Regarding claim 46, see the preceding rejection of claim 1. 

Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lennox 
('191) in view of Irion (U.S. Pat. No. 6,251,108 B1) and further in view of Rosar (U.S. 
Pat. No. 5,300,068). 

Regarding claim 2, the claim differs from Lennox in calling for the flexible portion 
to comprise a nitinol wire. Lennox discloses that coagulating electrode head 14 has wire 
leads to connect the electrode to power source 21 (col. 6; In. 4-6 and Fig. 1). These wire 
leads must be inherently flexible since they pass through the flexible portion 46 (Figs. 2 
and 5-7). Rosar teaches an electrosurgical instrument, wherein a flexible wire lead 302 
comprises nitinol (col. 9, In. 54-66). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have made the wire leads 
of Lennox (and therefore, the flexible portion) comprise nitinol in view of the teaching of 
Rosar as an obvious material that is well-known in the art for making flexible wire leads. 

Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lennox 
(U.S. Pat. No. 5,919,191) in view of Irion (U.S. Pat. No. 6,251,108 B1) and further in 
view of Nardella (U.S. Pat. No. 5,925,040). 
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Regarding claim 24, the claim differs from Lennox in view of Irion in calling for the 
electrode to have a T-shape. Nardella, however, teaches an analogous electrode roller 
with conductive 194 and non-conductive 198 surfaces (Fig. 9). Nardella further teaches 
that the shape of the conductive portions 194 can be varied to in size and shape to 
increase the conductive surface area of the electrode (col. 8, In. 3-12). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to make the electrodes 1 1 of Lennox in view of Irion to have a T-shape in view of 
the teaching of Nardella in order to increase the conductive surface area of the 
electrode/Further, since applicant has not disclosed any criticality or unexpected result 
associated with this shape, the examiner maintains that it would have required only 
routine skill in the art to select a T-shape for the electrode. 

Also, it would have been an obvious matter of design choice to make the 
electrodes 1 1 of Lennox in view of Irion of whatever form or shape was desired or 
expedient. A change in form or shape is generally recognized as being within the level 
of ordinary skill in the art, absent any showing of unexpected results. In re Dailey etal., 
149 USPQ 47. 

Response to Arguments 

Applicant's arguments have been fully considered but they are not persuasive. 

Regarding the independent claims, applicant argues that Irion teaches away from 
using electrodes having projections or recesses. In response to this argument, the 
examiner maintains that although Irion's invention may disclose a smooth surface as 
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advantageous, the reference still provides the independent teaching that it is well known 
in the art to make an electrically conductive surface either recessed in or projecting from 
a surface. This teaching stands alone from the intentions of Irion's invention. Therefore, 
regardless of whether or not Irion would have wanted to provide projections or 
recesses, it would have been obvious to one of ordinary skill in the art to provide 
projections or recesses, based on what Irion teaches was known in the art as a whole at 
the time the invention was made. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alex B. Toy whose telephone number is (571) 272-1953. 
The examiner can normally be reached on Monday through Friday, 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (571) 272-4764. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AT/fT 
5/17/07 




